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CHOY and CHANG 


Serial No, 


09/555,544 


For 


MATERIAL DEPOSITION 


Filed 


: August 1, 2000 


Examiner 


: Sean E. Vincent 


Art Unit 


1731 



745 Fifth Avenue 
New York, NY 10151 



FACSIMILE 

I hereby certify that this paper is being facsimile transmitted 
to the Patent and Trademark Office on the date shown below. 

Angela M. Nigra, Reg. No. 51,107 

Type or print name of 
person signing certification 



SiffnatimA 



Signature^ 

April 10, 2003 
Date of Signature 



COMMUNICATION RESUBMITTING PETITION UNDER 37 C.F.R. §1.182 AND/OR 
PETITION UNDER 37 C.F.R. $1183 FOR SUSPENSION OF 37 C.F.R 61-12 

Commissioner for Patents 
Box DA C 

Washington, DC 2023 1 
Dear Sir: 

Further to the April 10, 2003 conversation with Alesia Brown, for which Ms. Brown is 
thanked for the courtesies extended therein* the undersigned hereby submits for consideration the 
Petition under 37 C.F.R. §1.182 and/or 37 C.F.R. §1.183 which was originally submitted on July 
19, 2002. As evidence thereof, copies of the Express Mail Label and the return receipt postcard 
stamped by the Patent Office are enclosed. Also enclosed are copies of check numbers 21997 
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674556-2004 

and 21998 which were cashed by the Patent Office as shown by the endorsement on the back of 
each check. 

Should the submission of this paper require any fee, the Commissioner ils hereby 
authorized to charge any such fee, or credit any overpayment in fees, to Deposit Account 50- 
0320. 

An early and favorable decision on the enclosed Petition is respectfully requested. 



Respectfully submitted, 
FROMMER LAWRENCE 1 



By: XnynQK Q.i^&^afa' . bL C L«la. ^ 

Thomas J. Kowalski ° " 



& HAUG LLP 



Reg. No. 32,147 
Angela M. Nigro 
Reg. No. 51:107 
(212)588-0800 



-2- 



00121734 



04/10/2003 11:09 FAX 2125880800 



FROMMER LAWRENCE & BAUG 



[g]004/036 





_„ Jg»K»51* 7 - 

FCR PJCXWP OH TRACKING GALL 1-390-222-1311 




wvw.usps.cfiffl 



04/10/2003 11:11 FAX 2125880800 



FROMMER LAWRENCE & HAUG 



g]005/036 




The following due 

□ Affidavit 

□ Amendment 



□ Declaration 



i^.*tw «w v lent Office 

□ Express Mail Mailing ft$fet c $IMD~~ 

□ ^serarate sheet) ^rTLJ %<2j-*- 



D Preliminary Ajnen3rncTU 

□ Amendment After Final Rejection 

□ Request for Extension of Tune 
LH Provisional Patettt Application 
O Application for Patent, including 

Pages Specificatian : Claims 

□ Declaration □ Ofeth □ Power 

Q Request for Filing Continuaticn cr Divisional 
Application - sheets, in duplicate 

O Fiie Wrapper Continuation Patent Application 
sheets, in duplicate 

□ PCT Request sheets, including 

□ TransrrittelUtta^othelJS/RO 
£^ Assijmrnent ^pjrRecordation Cover Sheet 



□ ^{separate sheet) 
gr^CheckNa 



I6D 




n Deposit AccounuOrdcr Form 
[□ Drawing . Sheet(s) 

0 Information Disclosure S 
Q PTO Farm 1449, 

1 I Issue Fee Transmittal 
O Brief □ Lett 
D Application for TM 

Including 

O Sta>B Request □ 
CSktCtition □ 

□ Priority Document 

□ Small Entity Declaration 
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E) PLEASE CHARGE ANY ADDrTlONAL- FEE$ OR CREDIT OVER PAYMENT TO bEPOSfT ACCOUNT NO. 5CM3320 



CHARGE TO 



NAME OF CUENT OR ACCOUNT 



RLE NO. 



ATTORNEY 



AMOUNT 



M0 



ACCOUNTING COPY 
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NAME OF CLIENT OR ACCOUNT 



FILE NO. 



ATTORNEY 



AMOUNT 



ACCOUNTING COPY 
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TN THF. UNITED STATES PATENT AND TRADEMARK OFFICE 



Applicant(s) 


: CHOY and CHANG 


Serial No. 


: 09/555,544 


For 


MATERIAL DEPOSITION 


Filed 


: August 1,2000 


Examiner 


Sean E. Vincent 


Art Unit 


: 1731 



745 Fifth Avenue 
New York, NY 10151 

EXPRESS MAIL 

Mailing Label Number! EV 073693245 US 

Date of Deposit: July 1 9, 2002 

1 hereby certify that this paper or fee is being deposited with the 
United Slates Postal Service "Express Mail Post Office to 
Addressee" Service under 37 CFR 1.10 on the date indicated 
above and is addressed to the Honorable Commissioner of 
Patents and Trademarks, Washington, DC 20231 . 

(Typed or printed name of person mailing paper or fee) 
(Signature of person mailing paper or fee) 



PETITION UNDER 37 C.F.R. §1.182 AND/OR 
PETITION UNDER 37 C.F.R. SI .183 FOR SUSPENSION OF 37 C.F.R. 61.12 

Commissioner for Patents 
Box D AC 

Washington, DC. 20231 
Dear Sir: 

The undersigned hereby petitions under 37 C.F.R. §1.182 and/or 37 C.F.R. §1.183 for 
removal from the USPTO records of the assignment recorded on September 28, 2001 at reel 
012223 and frame 0757. 
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During the preparation of the assignment document, the attorneys of record erred in the 
redacting of the assignment, such that the assignment, as recorded, contains information that may 
be considered non-public or confidential. As C.F.R. §1.12 provides public access to the 
assignment records kept by the USPTO, the undersigned petitions removal of the assignment 
from the public record, or for waiver of this rule, such that the assignment is not available to the 
public. 

Enclosed is a further redacted assignment, which remedies the errors contained in the 
assignment recorded on September 28, 2001. 

This petition is accompanied by the petition fee set forth in §1. 17(h). It is respectfully 
requested that this petition be granted and that the assignment recorded on September 28, 2001 at 
reel 012223 and frame 0757 be removed from the public record. 



Respectfully submitted, 




G LLP 



Reg. No. 32,147 
(212) 588-0800 
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FLU Ref. No.: 674556-2004 



FORM PTO-1 595 RECORDATION FORM COVER SHEET U.S. DEPARTMENT OF COMMERCE 
(Rev. 6-93) PATENTS ONLY Patent and Trademark Office 


To the Honorable Commissioner of Patents and Trademarks; Please record the attached original documents or copy thereof. 


1 . Name of conveying party(ies) 


2. Name and address of receiving party(ies) 


W wan el Minv fHOY Hur CHANf? and 
Imperial College or Science, Technology and Medicine 


Name: Innovative Materials Processing Technologies Limited 
Internal Address: 


Additional namc(s) of conveying porty(ies) attached? 

□ Yes El No 


Street Address: | 
90 Fetter Lane 

City: London State: GREAT BRITAIN Zip:EC4AUP | 
Additional name(s) & address(es) attached? □ Yes S No 


3. Nature of conveyance: 

E3 Assignment - Corrective to the assignment recorded on August 24, 2001 at 
reel 012109 and frame 0177 

□ Security Agreement 
f~~l Merger 

□ Change of Name 

□ Other 


Execution Dales: September 13, 1999 




4. Application number^) or patent numbers): 09/555,544 filed December 28. 2000 


If this document is being filed together with a new application, the execution date of the application is: 


A. Patent Application No.(s) 


B. Patent No.(s) \ 


Additional numbers attached? □ Yes B No II 


5. Name and address of party to whom correspondence concerning document 
should be mailed: 

Name: Thomas J. Kowalsld 

Internal Address: Frommer , Lawrence and Haug, LLP 

Street Address; 745 Fifth Ave 

City: NYC State: NY Zip: 10151 


7. Total fee (37 CFR 3.41) $ 40,00 II 

IS Enclosed 

□ Authorized to be charged to deposit account #50-0320 

8. Deposit account number: 50-0320 

(Attach duplicate copy of this page if paying by deposit account) 


Do not ase this space 


9- Statement and signature 

To the best of my knowledge and belief, the foregoing mibrrnatioTi is true and cy 


tarectand any attached copy is a true copy of the original document 


Thomas J. Kowalsld Reg. No. 32,147 U fk 


l^^^C^ j u | y j 9> 2002 


Name of Person Signing Signature Total number of pages including cover sheet, 

attachments, and document): 25 



Do not detach this portion 
Mail documents to be recorded with required cover sheet information to: 
Commissi oner of Patents and Trademarks 
Box Assignments 
Washington, D C 20231 



Public burden reporting for this sample cover sheet is estimated to average about 30 minutes per document to be recorded, including rime for reviewing the document and 
gathering the data needed, and completing and reviewing the sample cover sheet. Send comments regarding this burden estimate to the U.S. Patent and Trademark Office, 
Office of Information Systems, PK2-1000C, Washington, D.C. 20231, and to the Office of Management and Budget, Paperwork Reduction Project (0651-001 1), 
Washington, D.C- 20503. 
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ASSIGNMENT OF UK PATENT APPLICATIONS AND 
OF EQUIVALENT RIGHTS WORLDWIDE 

THIS ASSIGNMENT is made this day of&^wUi 1 999 

BETWEEN 

(1) DOCTOR KWANG-LEGNG CHOY of 35 Bloadvil Street, Cheylesmore. 
Coventry, CV3 5EQ ("Dr Choy ,f ); 

(2) DOCTOR WEI BAI of 2206 Brandwine Parkway, Gufldertand, NY12084. 
United States of America ( M Dr BaS"), 

(3) DOCTOR ISAAC CHANG of 35 Blondvil Street, Cheylesmore, Coventry, 
CV3 5EQ (Tr Chung"); 

(4) DOCTOR BO SV of 1 7 Norris, The Concourse, Colindale, London NW9 5UL 
CDr Su"), 



Collectively referred to hereafter as the ''Inventors"; and 

(5) IMPERIAL COLLEGE OP SCIENCE, TECHNOLOGY AND 
MEDICINE, London SW7 2AZ ("Imperial"); 

(6) IMPERIAL COLLEGE INNOVATIONS LIMITED (registered in England 
under number 2060639) whose registered office is at Sheffield Building, 
Imperial College, London SVV7 2AZ ("IC Innovations'*); 

(7) BIRMINGHAM UNIVERSITY, Edgbaston, Birmingham, BI5 2 IT 
(Birmingham*'); and 

(«) INNOVATIVE MATERIALS PROCESSING TECHNOLOGIES 
LIMITED (IMF TECHNOLOGIES) (registered in England under nnmbct 
3661 153) whose registered office is at 90 Fetter Lane, London EC4A IIP (the 
-Assignee") 



WHEREAS:- 

(A) Imperial has appHed to the patent Office of the United Kingdom for patents 
under the Patents Act 1977 and all equivalents worldwide (the "Applications") 
in respect of the Inventions disclosed k the Applications (the Inventions") as 
set out in Schedule 1 to this Agreement. Byway ofa scries of agreements dated 
1 3 May 1999 various of the patents fisted in Schedule 1 were assigned to IC 
Innovations. The Inventions are the result of research carried out by the 
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Inventors which has resulted in the development of novel chemical 
compositions, delivery systems and process to apply coatings to a surface (the 
'Technology**). 

(B) DrChoy and Dr Su are employed by and retained under contract of employment 
with Imperial. Dr Chang is similarly employed by and retained under a contract 
of employment with Birmingham, Dr Bai was employed by Imperial at the time 
of the research but has since left Imperial In each case the relevant contract of 
eraptoyment stipulates that all intellectual property resulting from inventions and 
discoveries made by the employee in the course of such employment vest in 
Imperial and in Birmingham respectively. 

(C) By virtue of the fad thai the Inventors were, at the time of the research leading 
to the Inventions, employed as described in Recital (B) above, Imperial and 
Birmingham claim certain interests in the Diveoiions. Further; the Inventors 
Imperial. IC Innovations and Birmingham, are jointly, proprietors of certain 
kno\v-how (the "Know-how") and confidential information (the "Confidential 
Information*") relating to the said Inventions and Technology and such Know- 
how and Confidential Information includes but is not limited to copyright 
design rights, technical information, all data or knowledge existing ai the date of 
this Assignment relating to the development of the Inventions and Technology 
together with all other information relating to the materials, manu&cturing 
techniques and other itiforraation necessary to put the technology into practice, 
properly, efficiently and on a reasonable scale. 



(E) The Assignee wishes to obtain full rights and title to the use of the said Know- 
how and Confidential Information, and the Inventors, Imperial, IC Innovations 
and Birmingham have agreed to assign and tiansfer all such right and ride to the 
Assignee, and to disclose to h such of the Know-bow and 'Confidential 
Information relating to the Inventions and Technology as is in the possession of 
the I nventors. Imperial IC Innovations and Birmingham as Bt the dale of this 
Assignment. 

(F) The Inventors, Imperial. IC Innovations and Binningharn (collectively referred 
to hereinafter as the -Assignors-) have agreed to assign to the Assignee the 
Inventions and the Applications together with the Know-how Confidential 
Informant™ and the right to make further applications as a resuW research 
currently bdog conducted arising 6wn the Inventions and all their rights title 
and interests therein upon the icons and conditions set out below 
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NOW IT IS HEREBY AGREED AND DECLARED as follow* 

1. In pursuance of the agreement comprised in this Agreement and in consideration 
of the issue of 618 ordinary shares lo IC Innovations in the capital of the 
Compairy now allotted by the Company to IC Innovations the Assignors with 
full title guarantee HEREBY ASSIGN unto the Assignee: 

(a) the Inventions and the full and exclusive benefit of them 

(b) all the rights of the Assignors in and to the Applications and the full and 
exclusive benefit of them and all rights privileges and advantages 
associated with them and the right to sue for damages and other relief in 
respect of past infringements; 

(c) the full right to apply for arid obtaio patents or other similar forms of 
protection in respect of the Inventions in the United Kingdom and 
throughout the world; 

(d) the right to make any new application or applications inspect of any 
part or parts of the subject-matter of any applications or specifications 
filed in connection with the Inventions in the United Kingdom and the 
ngfit to dajm priority under Section 5 of the Patents Act 1 977 from the 
Applications; 



any patents under the Patents Act 1977 or other similar forms of 
protection granted in respect of the Inventions in the United Kingdom 
pursuant to the Applications; 



(£) the right to bring proceedings fin the UK under Section 61 or Section 69 
of the Patents Art 1977) for any previous infiingement of the rights 
assigned by this Assignment, 

(g) the right to claim priority of the Applications under the Paris Convention 
(as arneoded) when nuddng applications in countries or territories 
outside tbe United Kingdom, 

(h) all rights and title possessed by the Assignors in respect of the Know- 

^ , Information andthefiiB unfettered and exclusive 

worldwide right to use the Know-how and Confidential Information for 
any purpose whatsoever (including without limitation the filing of patent 
applications in respect of all or any aspect of it), 

TO HOLD the same unto the Assignee absolutely. 

Thclnvemors Imperial, IC Innovations and Birmingham hereby COVENANT 
to dtsdose all the Know-how and Confidential Information known to the 
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FILENAME \* MERGEFQ&MAT Document I 
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SCHEDUIX 1 - UK AND EUROPEAN PATENT APPLICATIONS 



1 APDT TPATTnU 

1 NUMBER 


1 AP'DT T/"' A"MT* 

1 


R JNVI4NTORS 


1 T 

DATE FILED 


| SUBJECT 
! MATTER 


FCT/GB967U3 1 05 


Imperial 
College 


KLChoy 
WBai 


16 Dec 1996 


Film or coating 
deposition and 
powder formation 


PCT/GB9S/0155S 


Imperial 
College 


K L Choy 
WBai 


28 May 1998 


Fflm or coating 
deposition on a 
substrate 


PCT/GB#8A)0414 


Imperial 
College 


KLCbay 
WBai 
I Chan* 


lOPcb 1998 


Fabrication method 
and apparatus - 


GB98I419L4 


Imperial 
College 


K L Choy 
WBai 


3D Jim 1998 


Vapour deposition 


PCT/GB98/02694 


Imperial 
College 


K L Choy 
WBai 


7 Sept 1998 


Material deposition 


UK 99O095S.7 


Imperial 
College 


K L Choy 
B Su 


14Pcb 1999 


Material deposition 


FCT/GB/98/03&J6 


Imperial 
College 


KLChoy 
[ Chang 


7 Dec 1 99 B 


Material deposition 



K W KWma\00 ( \DOCS\D» A5 SIGN 
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REDACTED 



FILENAME \* MERGCFORMAT Document I 
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FILENAME \* MERGEFQ&MAT Documcnll 
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F/LENAMt \* MGRGHTORMAT Document} 
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REDACTED 



HLENAME \* MERGPPQBMAT Document I 
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Jigned for *ad on bcbilf of 



Imperial CoUege of Science, Technology mud Medicine 



Professor Wflfium Wafceham, Pro-Rector 



(Signature) 



Imperial College InaoYatiotu limited 




(Signature) 
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REDACTED 



FILENAME \* MCRGHI : ORMAT Docurncntl 
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Agreed lo ■ 



imperial Collie of Science, Technology and Medicine 




(Signature) 



Professor Wflfiam Wakrharo, Pro-Rector 



Imperial College Innovations Limited 




(Signature) 



i 
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IN WITNESS of which this Assignment has been executed as a Deed and delivered the date 
and year first above written. 



SIGNED AS A DEED by 
KWANG- LEONG CHOY 
in the presence of: ) 




Signature, name, address 
and description of -witness 



SIGNED AS A DEED by ) 

WEIBAI ) ^\AKjCL ^ 

in the presence of: ) / 



Signature, name, address 
and description of -witness 

f£oj!>„XAP...~ 




SIGNED AS A DEED 
ISAAC CHANG 
in the presence of: 



Signaiure, name, address 1^ f^Q^^(S/0^~-^ 
and description of witness •vjjt*-^ 



KATONKM AV» |UX>CSvzrA£SlON.4 WT 
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SIGNED AS A DEED by ) 
BO SU ) 
in the presence of: ) 



Signature, came, address 
and description of witness 



EXECUTED AS A DEED by ) 

IMPERIAL COLLEGE OF ) 

SCIENCE, TECHNOLOGY ) 

AND MEDICINE ) 

acting by: 



Director ^ *n j 

PtfB&tor /Secretary 




EXECUTED AS A DEED by ) 
IMPERIAL COLLEGE ) 
INNOVATIONS LIMITED ) 
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EXECUTED AS A DEED by 
BIRMINGHAM UNIVERSITY/^) 




Rcdngby: - ' - Sjf\ 



EXECUTED AS A DEED by ) 
INNOVATIVE MATERIAL ) 
PROCESSING TECHNOLOGIES LIMITED ) 




Director/S- 



The UNive^rr^ c»f 
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